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Application No. 

09/898,702 



Examiner 

Robert B. Harrell 



Applicant(s) 

SLIVKA ET AL. 



Art Unit 

2142 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) IVIONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 22 April 2003 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 
Disposition of Clainns _ ^ 

4) 121 Claim(s)3 ?' ^6 is/are pending In the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) 0 Claim(s) is/are allowed. 

6) IE Claim(s) 28-35 and 37-56 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) E Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )n The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration Is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 
Attachment(s) 

1) K Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) K Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) 12. 6) ^ Other: See Attached Office Action . 
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1. CLaims 28-35 and 37-56 rarain for examiraticn. 

2. The following is a quotation of the appropriate paragraphs of 
35 U.S.C. 102 that form the basis for the rejections under this 
section made in this action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the 
applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the 
effect under this subsection of a national application published 
under section 122(b) only if the international application 
designating the United States was published under Article 
21(2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another 
filed in the United States before the invention by the applicant 
for patent, except that a patent shall not be deemed filed in the 
United States for the purposes of this subsection based on the 
filing of an international application filed under the treaty 
defined in section 351(a); or 

3. Claims 28-35 and 37-56 are rejected under 35 U.S.C. 102 (e) 
as being anticipated by Fawcett (5,845,077). 



4. The grounds for rejecting the claims as psresented in 
examiners pad.or Office Acticn (nailed Decerrber 16, 2002 (p^3er 
#9) ) , ocntinue and are hereby incorporated in this action by 
reference. 



5. The ^^licant's Remarks and Arguments filed ;^^1 22, 2003 
(p^3er #11) have been considered but they do no place the 



-2- 

Serial Nurber: 08/898,702 
Art Uhit : 2142 

applicaticn in cxrditicn for alloAancje for the reascns set fort±L 
bellcw. 

6. Ihe T^licant argued in subetanae that: 

a) F^woett does not teach or suggest an installer starting 
instructions arranged within the distribatiaa file to be 
autoTHtically executed upon ccrrpleticn of extracticn of the 
software. However, such was oovered in col. 8 (lines 40-63) 
and/or col. 9 (lines 59-63) . Sudi \Aas the "installation 
plication" as covered in col. 9 (line 62) and further covered 
in col- 9 (lines 52-54) . That is, the cbtained software obtained 
was a self extracting packet. Croe the software packet was 
extracted, the software update vas automatic per col. 9 (line 
51 -et seq. ) ) ; 

b) the service update ^plication that installs the software cn 
the user ccnputer is located on the update service corputer. 
However, sinoe F^wcett fails to teach the service update corputer 
had direct access to the user's hard disk (eg. , via FTP for 
exanple) to directly transfer the required ccrrponents cnto the 
hard disk, it was anticipated that the service i.pdate corputer 
transmitted an installaticn ^plication alcaig with the software 
thus naking the transmitted packet a self -extracting and 
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installing software packet- In this rranner, the software and 
installaticn code vore transmitted to the user's carputer vMch 
would use the installaticn cxxte (^plicaticn) to extract the 
software which was then autoratically placed onto the user' s hard 
drive in the oorrect drcectories. 

7. The ^plicant also cited limitatians fron claims 28-35, 37-52, 
and 54-55 and then states F^wcett fails to teach such 
limitaticns. Ifcv^ever, such were covered in examiner' s prior 
action as covered ty t^^^^tt. 

8 . In conclusian, F^w^tt tau^it self extracting software 
that was transmitted fron the service corrputer to the ijiser's 
ccoputer. Once loaded, the extracticn could either be autcrratic 
or delayed. In either case, once the extracticn process began, 
the user's ccrrputer would execute self extracticn code that would 
extract the software fron a ccnpressed form, ani cnoe extracted 
autcmatically installed into the correct directories on the 
user's hard drive. Ihat is, along with the software was code to 
extract corpressed software and install the deccrrpressed software 
accordingly canto the user's ocnputer. Such was covered by 
F^RAcett, as indicated above, and well knom in the art. Self 
extract software (also kncwn as "self extracting files") in rot a 
new innovaticn where a file had the ccrrpressed target software 
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stored alcng with decx^rpressing C3ode and installatioi cxxtes viiidi 
extracts the software for a ccnpressed from and places the 
oorrespcnding sections of the software into the correct directory 
locations. 

9. Per claim 56, this newly presented claim is rejected also for 
all the reascns provided above. 

10. "tfcw to run Doom?" ty Daniel L. Jenkins frcm the newsgroup 
alt. games. dDom.newplayers is added to the record, not as any 
porticos of a rejecticn, but a general teachings of "self 
extracting file". A game called "DOCM", available as of 1994, v\as 
distributed over the Internet. Once ctotained, a program called 
"Install" vas executed that called upon another program in the 
distributico file called "DEUCE" that deccrrpressed the game, 
placed all required files into their correct directories and 
pr^^ared the game program for play. Ihe vtole process v\bs 
autOTHtic. 



10. THIS ACTION IS MADE FINAL. The applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). The 
practice of automatically extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection has been discontinued by the 
Office. See 1021 TMOG 35. 

11. A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY 
ACTION IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH 
SHORTENED STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD 
WILL EXPIRE ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY 
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EXTENSION FEE PURSUANT TO 37 CFR 1.136(a) WILL BE CALCULATED FROM 
THE MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

12. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Robert B. 
Harrell whose telephone number is (703) 305-9692. The examiner 
can normally be reached Monday thru Friday from 5:30 am to 2:00 
pm and on weekends from 6:00 am to 12 noon Eastern Standard Time. 

13. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mark Powell, can be 
reached on (703) 305-9703. The fax phone numbers for the Group 
are (703) 746-7238 for After-Final, (703) 746-7239 for Official 
Papers, and (703) 746-7240 for Non-Official and Draft papers. 

14. Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 305-9600. 




ROBERT B. HARRELL 
PRIMARY EXAMINER 
GROUP 2142 



